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DETAILED ACTION 
Terminal Disclaimer 

1 . The terminal disclaimer filed on 1 1/26/2004 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of patent No. 
6,157,377 has been reviewed and is accepted. The terminal disclaimer has been recorded. 

Response to Arguments 

2. The rejections of claims 7, 17, and 22 under 35 U.S.C. 101 and nonstatutory double 
patenting rejection of claims 1-6, 8, 14-16, 18, 21, 23, and 25-26 have been overcome in view of 
Applicant's cancellation of claims 7, 17, and 22 and Terminal Disclaimer. 

3. Applicant's arguments with respect to claims 1-6, 8-16, 18-21, and 23-26 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-2, 8-15, 18-21, 23, and 25-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carrubba et al. (US 5,629,866) in further view of Hjelsvold et al. (US 
2003/0145333 Al). 

As to claim 1, note the Carrubba et al. reference that discloses an audio-visual 
presentation system. The claimed "receiving a selection to buy an upgraded media feature for a 
programming transmission" is met by . .a system as defined in the opening paragraph is 
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characterized in that the complementary part is intended for enhancing the quality of the audio- 
visual presentation that can be achieved with the basic part. In this manner the user has the 
possibility of enhancing the quality of the audio-visual presentation, such as a video film. The 
user is first offered by a service provider the basic part of a audio-visual presentation with a 
lower quality, such as a presentation with a low picture resolution, free of charge or at a reduced 
rate and may then decide whether he wishes to have the complementary party and thus a more 
complete version of the audio-visual presentation by paying a considerably higher rate (Carrubba 
1:52-64) wherein the system services such requests (Carrubba et al. 4:35-49). The claimed 
"automatically coordinating provision of the upgraded media feature for the programming 
transmission" is met by "[a]n embodiment for a system according to the invention is 
characterized in that the storage medium containing the basic part is located near the merging 
means and in that the other storage medium containing the complementary part is linked to the 
merging means via a transmission line of a communications network. The communications 
network is, for example, the public telephone network. The storage medium containing the 
complementary part is located, for example, in a data bank controlled by the provider. The 
complementary part stored in the databank is accessible to a plurality of users of a system 
according to the invention via the telephone network" (Carrubba 1:65-67; 2:1-9) wherein CPU 
controls the transmission of the media upgrade feature (Carrubba 4:21-32). Furthermore, the 
Carrubba et al. reference "alludes to the upgraded or 'complementary' features costing money." 
However, the Carrubba et al. reference is silent as to how to how the purchase is performed. 
Now note the Hjelsvold et al. reference that discloses a system for hypervideo filtering based on 
end-user payment interest and capability relating to providing customers access through a 
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communications network to digital video information stored on a merchant's server (Hjelsvold 
[0002]). The claimed "automatically coordinating purchase of the upgraded media feature for 
the programming transmission" is met by the system providing a user to make spontaneous 
electronic purchases wherein the requested version is provided upon approval of the electronic 
payment transaction (Hjelsvold [0014, 0042,0054, 0055, 0082]) wherein "[flor payment, wallet 
25, commerce server 26, and Secure Electronic Transaction (SET) server 27 are responsible for 
initiating a payment transaction and exchanging payment information with payment gateway 28 
of clearing house 29" (Hjelsvold [0042]) wherein if payment is accepted then the system 
proceeds to distribution of the paid for level of programming (Hjelsvold [0055]). Therefore, the 
examiner submits that it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Carrubba et al. upgrade or complementary features for a 
fee with the Hjelsvold et al. automatic coordination of upgrade purchases for the purpose of 
providing the user a quick and convenient means for purchasing the upgraded or complementary 
features to increase the likelihood of such purchases and to facilitate purchase spontaneity. 

As to claim 2, the claimed "wherein the receiving comprises receiving the selection from 
an entertainment system, and the programming transmission is provided to the entertainment 
system with the upgraded media feature" is met by the entertainment system of figure 1 and the 
programming transmission (via the telephone network) which is provided to the entertainment 
system. 

As to claim 8, note the Carrubba et al. reference discloses "... a system as defined in the 
opening paragraph is characterized in that the complementary part is intended for enhancing the 
quality of the audio-visual presentation that can be achieved with the basic part. In this manner 
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the user has the possibility of enhancing the quality of the audio-visual presentation, such as a 
video film. The user is first offered by a service provider a basic part of a audio-visual 
presentation with a lower quality, such as a presentation with a low picture resolution, free of 
charge or at a reduced rate and may then decide whether he wishes to have the complementary 
party and thus a more complete version of the audio-visual presentation by paying a considerably 
higher rate (Carrubba et al. 1 : 52-64) wherein the system services such requests (Carrubba et al. 
4:35-49). However, the Carrubba et al. reference is silent as to "sending a selection of a server 
system to buy an upgraded media feature for a programming transmission". Now note the 
Hjelsvold et al. reference that discloses a system for hypervideo filtering based on end-user 
payment interest and capability relating to providing customers access through a 
communications network to digital video information stored on a merchant's server (Hjelsvold 
[0002]). The claimed ""sending a selection of a server system to buy an upgraded media feature 
for a programming transmission" is met by the system providing a user to make spontaneous 
electronic purchases wherein the requested version is provided upon approval of the electronic 
payment transaction (Hjelsvold [0014, 0042,0054, 0055, 0082]) wherein "[f|or payment, wallet 
25, commerce server 26, and Secure Electronic Transaction (SET) server 27 are responsible for 
initiating a payment transaction and exchanging payment information with payment gateway 28 
of clearing house 29" (Hjelsvold [0042]) wherein if payment is accepted then the system 
proceeds to distribution of the paid for level of programming (Hjelsvold [0055]). Therefore, the 
examiner submits that it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Carrubba et al. upgrade or complementary features for a 
fee with the Hjelsvold et al. automatic coordination of upgrade purchases for the purpose of 
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providing the user a quick and convenient means for purchasing the upgraded or complementary 
features to increase the likelihood of such purchases and to facilitate purchase spontaneity. 
The claimed "receiving a programming transmission with the upgraded media feature" is met by 
"[a]n embodiment for a system according to the invention is characterized in that the storage 
medium containing the basic part is located near the merging means and in that the other storage 
medium containing the complementary part is linked to the merging means via a transmission 
line of a communications network. The communications network is, for example, the pubUc 
telephone network. The storage medium containing the complementary part is located, for 
example, in a data bank controlled by the provider. The complementary part stored in the 
databank is accessible to a plurality of users of a system according to the invention via the 
telephone network" (Carrubba et al. 1 :65-67; 2:1-9) wherein CPU controls the transmission of 
the media upgrade feature (Carrubba et al. 4:21-32). 

As to claims 9-10, note the Carrubba et al. reference discloses billing the client for 
upgraded media. However, the Carrubba et al. reference does not specifically disclose a charge 
to a credit account as recited in the claims. Nevertheless, the examiner gives Official Notice that 
it is well known in the art to receive a bill by charging a credit account at the end of a billing 
cycle because this is a common accounting/billing technique utilized to easily obtain payment 
from clients and for services rendered (i.e. the user does not have to mail payment). For 
example, America Online users, life insurance customers, car insurance customers, electric 
power users each have the ability to pay for services on a monthly basis by charges posted to 
their credit accounts. Therefore, the examiner submits that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the Carrubba et al. system 
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(if necessary) to include receiving a bill comprising a charge to a credit account because this is a 
common accounting/billing technique utilized to easily obtain payment form clients for services 
rendered (i.e. the user does not have to mail payment). 

As to claim 1 1, the claimed "wherein the programming transmission comprises at least 
one of a movie, a documentary, an audio production, an interactive media event, a situation 
comedy, a news program, and a televised sport event" is met by audio-visual programming 
discussed throughout the reference including but not limited to column 1, lines 49-64. 

As to claim 12, the claimed "wherein the upgraded media feature comprises at least one 
of a video upgrade, an audio upgrade, a recordable version, and an increased access rate for a 
interactive event" is met by higher resolution audio-visual programming discussed throughout 
the reference including by not limited to column 1, lines 59-64 and column 2, lines 28-31. 

As to claim 13, the claimed "wherein the programming transmission is received from one 
of a plurality of programming transmission sources and the plurality of programming 
transmission sources include at least one of cable television, antenna reception, satellite 
reception, mini-dish satellite reception, telephone dial-up service, and Internet access" is met by 
the telephone network programming transmission source as discussed throughout the reference 
including but not limited to column 2, lines 3-9. 

The limitations set forth in apparatus claims 14 and 15 correspond to the limitations in 
method claims 1 and 2 respectively. 

The Umitations set forth in apparatus claims 18, 23 and 26 correspond to the Umitations 
in method 8. 

As to claims 19-20, please see rejection of claims 9-10. 



Application/Control Number: 09/580,305 Page 8 

Art Unit: 2617 

The limitations set forth in apparatus claim 21 and 25 correspond to the limitations of 
method 1. 

6. Claims 3-6 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carrubba et al. (US 5,629,866) in further view of Hjelsvoid et al. (US 2003/0145333 Al), 
Wonfor et al. (US 6,381,747 Bl), and Ellis et al. (US 6,357,043 Bl). 

As to claim 3, the claimed "billing a client for service performed by a server system" is 
met by the Carrubba et al, and Hjelsvoid et al. reference as discussed in the rejection of claim 1. 
However, the Carrubba et al. and Hjelsvoid et al. combination does not specifically teach 
"providing billing information about the cUent to at least one of a plurality of programming 
transmission sources that provided the programming transmission." Now note the Wonfor et al. 
reference that discloses a method for controlling copy protection in digital video networks. The 
Wonfor et al. reference discloses a plurality of programming transmission sources that provided 
the programming transmission wherein "[a] billing and Ucense fees software subset of the system 
control software then enables each PPV provider to bill the subscribers and to report and pay the 
attendant hcensing fees to the rights holders [programming transmission sources], etc." (Wonfor 
12:27-46) and billing for such services is performed monthly (Wonfor 1 1 :21-24). Therefore, the 
examiner submits that it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Carrubba et al. and Hjelsvoid et al. combination with the 
Wonfor et al, payment of a plurality of programming transmission sources for the purpose of 
providing programming fi-om multiple sources in order to provide a greater selectipn of 
programming to a user. Although the Carrubba et al., Hjelsvoid et al., and Wonfor et al. 
combination teaches billing for at least one of a plurality of programming transmission sources, 
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the Carmbba et al, Hjelsvold et al., and Wonfor et al. combination does not specifically teach 
providing billing information about the client to at least one of a plurality of programming 
transmission sources. Now note the Ellis et al. reference that discloses an electronic television 
program guide with remote product ordering. The claimed "providing billing information about 
the client" is met by "[u]sing the return channel, orders may be placed and immediately 
transmitted upstream to the cable headend where they can be processed or forwarded to a 
separate processing center" (EUis 36:1-7) wherein order information includes customer billing 
information (Ellis 34: 16-40). Therefore, the examiner submits that it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to modify the Carrubba et 
al, Hjelsvold et al., and Wonfor et al. combination teaching the ordering of services from a 
plurality of programming transmission sources with the Ellis et al. forwarding of billing 
information about the cUent to a programming transmission source for the purpose of providing 
an alternate means for providing royalty fees to the programming transmission source wherein 
the programming transmission source may directly bill the subscriber thus removing any 
additional administrative burdens/costs associated with a cable headend providing the an 
intermediate service. 

As to claim 4, note the Carrubba et al. reference discloses billing the client for the 
upgraded media. However, the Carrubba et al. reference does not specifically disclose billing is 
performed individually for each billing transaction and performed according to a billing cycle as 
recited in the claims. Nevertheless, the examiner gives Official Notice that it is well known in 
the art to bill individually for each transaction and to bill according to a billing cycle because 
these are typical accounting techniques utilized to show cUents an itemized list of services 
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rendered for a specified time period. For example: (1) cable television companies provide 
individual transactions (itemized list) for regular programming, pay-per-view programming, 
equipment charges, taxes etc. for a monthly period; and (2) telephone companies list transactions 
(itemized list) for local calls, long distance class, Une charges, special feature charges and taxes 
for a monthly period. Therefore, the examiner submits that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the Carrubba et al. system 
(if necessary) to include billing to be performed individually for each billing transaction and 
billing to be performed according to a billing cycle because there are typical accounting 
techniques utilized to show chents an itemized list of services rendered for a specified time 
period. 

As to claim 5, please see rejection of claim 3 wherein billing is performed on a monthly 

basis. 

As to claim 6, please see rejection of claim 4. 

As to claim 16, please see rejection of claim 5. 
7. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Carrubba et al. 
(US 5,629,866) in further view of Hjelsvold et al. (US 2003/0145333 Al) and Hendricks et al. 
(US 5,990,927). 

As to claim 24, note the Carrubba et al. reference discloses an entertainment system 
(figure 1) to display the programming transmission with the upgraded media feature (columns 
102). However, the Carrubba et al. reference is silent as to a user interface to provide a plurality 
of selection options to a user, wherein said user interface receives the selection from the user as 
recited in the claim. Now note the Hendricks et al, reference, that discloses a communication 
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system comprising a user interface to provide a plurality of selection options to a user and 
wherein the user interface receives the selection from the user for the advantage of providing the 
user with a menu of options to make desired program selections (Hendricks et al., columns 12- 
13, figures 1-15 and 21-23). Therefore, the examiner submits that it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the Carrubba et ai. 
system (if necessary) to include a user interface to provide a plurality of selection options to a 
user and wherein the user interface receives the selection from the user, as taught by Hendricks 
et al., for the purpose/advantage of providing the user with a menu of options to facilitate the 
making of desired program selections. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Johnny Ma whose telephone number is (571) 272-7351. The 
examiner can normally be reached on 8:00 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Kelley can be reached on (571) 272-733 1 . The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
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